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DETAILED ACTION 

1. Applicant's request for reconsideration of the finality of the rejection of the last 
Office action is persuasive and, therefore, the finality of that action is withdrawn. 

2. The previously indicated allowability of claims 1 and 38-60 set forth in the prior 
Office Action is withdrawn for the reasons set forth below. 

Response to Amendment 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

4. Those rejections set forth in the prior Office Action, but not repeated in the instant 
Office Action have been withdrawn in response to Applicant's amendment and/or 
arguments. 

The amendment to claim 1 filed on 3-26-07 does not comply with the 
requirements of 37 CFR 1.121(c) because Applicants have not used an acceptable 
status identifier for this claim. Instant claim 1 recites the status identifier "previously 
introduced." 

However,, the only acceptable alternatives used to indicate a claim that was 
previously amended are: previously presented, previously amended; previously added; 
previously submitted; and previously presented claim. 

Amendments to the claims filed on or after July 30, 2003 must comply with 37 
CFR 1.121(c). 
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New Grounds of Rejection 
Claim Rejections - 35 (JSC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 43-60 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

7. Claims 55-57 recites the limitation "wherein said candidate siRNA is selected as 

said siRNA for the target gene if said candidate siRNA satisfies criteria selected from 

the group consisting of: the presence of....... a GC content of between about 30% and 

52%, at least 2A or U bases at positions 15-19 of the sequence, and a internal repeat 
that is not stable at greater than 50°C" in claim 43. There is insufficient antecedent 
basis for these criteria in claim 58, since claim 43 does not provide antecedent basis for 
these criteria. 

8. Claim 58 recites the limitation "wherein said candidate siRNA is selected as said 
siRNA for the target gene if said candidate siRNA satisfies each of the following criteria: 
a GC content of between about 30% and 52%, and a base other than G at position 13 
of the sense sequence," in claim 43. There is insufficient antecedent basis for the 
criterion wherein the siRNA has a GC content of between about 30 and 52% in claim 
58, since claim 43 does not recite this criterion. 

9. Claim 60 recites the limitation "wherein said candidate siRNA is selected as said 
siRNA for the target gene if said candidate siRNA satisfies each of the following criteria: 
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a GC content of between about 30% and 52%, a base other than G at position 13 of the 
sense sequence, and a internal repeat that is not stable at greater than 50°C" in claim 
43. There is insufficient antecedent basis for these criteria in claim 60, since claim 43 
does not mention the criteria wherein the siRNA has a GC content of between about 30 
and 52%, and wherein the siRNA has an internal repeat that is not stable at greater 
than 50°C. 

10. Claims 43, and those claims dependent therefrom recite the phrase "at least 79% 
similar," the metes and bounds of this phrase are vague and indefinite. Applicants 
define the term "substantially similar" at paragraph [0117] of the specification as filed, as 
referring to a similarity of at least 90% with respect to the identity of the bases of the 
sequence. However, it is unclear what 79% similarity is intended to encompass. 

Claim Rejections -35 USC §101 

11. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

12. Claims 1 and 38-60 are drawn to a process. A statutory process must include a 
step of a physical transformation, or produce a useful, concrete, and tangible result 
(State Street Bank & Trust Co. v. Signature Financial Group Inc. CAFC 47 USPQ2d 
1596 (1998), AT&T Corp. v. Excel Communications Inc. (CAFC 50 USPQ2d 1447 
(1999)). In the instant claims, there is no step of physical transformation, thus the 
Examiner must determine if the instant claims include a useful, concrete, and tangible 
result. 
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13. As noted in State Street Bank & Trust Co. v. Signature Financial Group Inc. 
CAFC 47 USPQ2d 1596 (1998) below, the statutory category of the claimed subject 
matter is not relevant to a determination of whether the claimed subject matter produces 
a useful, concrete, and tangible result: 

14. In determining if the claimed subject matter produces a useful, concrete, and 
tangible result, the Examiner must determine each standard individually. For a claim to 
be "useful," the claim must produce a result that is specific, and substantial. For a claim 
to be "concrete," the process must have a result that is reproducible. For a claim to be 
"tangible," the process must produce a real world result. Furthermore, the claim must be 
limited only to statutory embodiments. In the instant case, the claims are drawn to a 
method for selecting siRNA. However, the claimed method does not appear to be 
specific in nature, since the method of selecting does not appear to produce a concrete 
or tangible result, as the overall result of the method can be interpreted as merely 
designating an siRNA that satisfy the criteria set forth in the instant claims, without 
actually isolating the siRNA molecule physically. 

15. Claims 1 and 38-60 do not produce a tangible result. A tangible result requires 
that the claim must set forth a practical application to produce a real-world result. This 
rejection could be overcome by amendment of the claims to recite that a result of the 
method is outputted to a display or a memory or another computer on a network, or to a 
user, or by including a physical transformation step. 
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16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Janet L. Epps-Ford whose telephone number is 571- 
272-0757. The examiner can normally be reached on M-F, 10:00 AM through 6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Woitach can be reached on 571-272-0739. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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